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REMARKS 

Claims 1-40 and 58-69 are pending in the present application, claims 41-57 
having been withdrawn from consideration by the Examiner. Applicants intend to address a 
provisional double patenting rejection in the Final Office Action ("the FOA") when the 
Examiner acknowledges that allowable subject matter has been Tecited in the present application. 

As set forth in the FOA, claims 1-40 and 58-69 stand rejected under 35 U.S.C. § 102(e) 
as anticipated by WO 01/31333 Al to Milosavijevic et al. ("the '333 publication"). Claims 1-14, 
20-35, 58-66, and 69 stand rejected under 35 U.S.C. § 102(e) as anticipated by WO 01/31317 Al 
to Hogan et al. ("the '317 publication"). Additionally, claims 15-19, 36-40, 67, and 68 stand 
rejected under 35 U.S.C. § 103(a) as unpatentable over the '317 publication. 



The Prior Art Does Not Teach Or Sur est all Elements of The Indenendent Claims 

In the FOA, the Examiner continues to assert that the cited prior art teaches discrete 
sample nodes that are removably attached to a structural array at respective attachment points as 
recited in the claims. Applicant respectfully submits that the rejections are based on clear error 
of fact and are consequently improper. 

The claims of the present invention require that discrete sample nodes are attached to a 
structural array and that the discrete sample nodes are removably attached. The cited 
publications are directed particularly to "punch card" systems (See, e.g., the descriptions at page 
18, lines 6-1 1, of the '313 publication, and at page 4, lines 5-18, of the '317 publication). In 
accordance with the techniques taught in the cited publications, sample material is blotted onto a 
punch card substrate (designated by reference numeral 24 in FIG. 2) and diffuses through the 
substrate; this creates a universal or omnibus sample distributed across the substrate. A pellet or 
plug (designated by reference numeral 100 in FIG. 2) may be punched from anywhere on the 
substrate, irrespective of the uniformity of the sample material's diffusion, at a later time. 

In the FOA, the Examiner argues that "the cited art teaches discrete sample[s] placed into 
unique and discrete containers for subsequent analysis," and that such samples are 
"indistinguishable from the instant claims" (FOA at page 4, first paragraph). Thus, the 
Examiner's argument admits teachings in the cited art that discrete sample nodes are created only 
after detachment - by punching - of peUets or plugs from a monolithic card and their placement 
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in unique and discrete containers. These detached samples are clearly distinguishable from 
discrete sample nodes that are removably attached to a structural array as recited in the present 
claims. Therefor the rejections are improper. 

The Examiner also argues that "the cited prior art teaches sample placement nodes that do 
not mix with other applied samples and meet the, claimed 'discrete* limitation" (FOA, page 3, 
paragraph 3), This argument is specious since the characteristics of samples blotted on the punch 
card do not affect whether the alleged sample nodes axe discrete. The Examiner alleges that the 
prior art teaches the creation of discrete sample nodes by the punching of pellets or plugs from a 
sample card. Since it is conceivable that multiple pellets or plugs punched from the Examiner's 
alleged "discrete" sample placements could be combined into one sample well, the discreteness 
of individual sample blots cannot be said to be determinative of whether a plurality of pellets or 
plugs punched from that punch card are maintained as discrete sample nodes. 

In contrast to the fair teachings of the cited publications, each discrete sample node 
attached to a structural array is described and claimed in the present application as being 
operative to carry a "discrete" sample. The punch card system taught in the cited publications 
must sever or excise a bit of sample material from an otherwise unified or consolidated substrate, 
and does not contemplate discrete samples as described and claimed in present application. The 
Examiner has identified this deficiency in the s 3 17 publication as set forth on page 4 of the 
Office Action mailed March 3 1 , 2005 (acknowledging that the punch head assembly "punches 
out a portion of the sample"). Accordingly, a plug punched from a punch card, failing to carry a 
"discrete" sample as described and claimed in the present application, is not equivalent to a 
"discrete sample node" as recited in the pending claims. 

Further, the cited publications fail to teach or even to suggest a structural array to which 
each of a plurality of discrete sample nodes is removably attached at a respective attachment 
point. The Examiner main tains, without citation to the references, that the term "attachment 
points" is "read properly as a point of attachment which is clearly taught by the cited prior art" 
(FOA at page 4, first paragraph). Examiner maintains this position even though a declaration 
provided to the Examiner by Mr. Michael Hogan, coinventor in the cited references, confirms 
that the references do not teach the recited attachment points. In the FOA, the Examiner 
dismisses the Hogan declaration based on the Examiner's perception of a lack of clarity as to 
"how Mr. Hogan has read/understood/interpreted" the claimed attachment points (FOA at page 

3 

600122«99v] 



PAGE 10/11 * RCVD AT »ffl2006 19:19:41 PM [Eastern Standard TimeJ * SVR:USPT0-EFXRF-1/14 * DNIS:2738300* CSID:+858 509 4010 * DURATION (mm-ss):04-16 



** -'QHHf-06 07:17pm F rom-PI LLSBURY WINTHROP SHAW PITTMAN LLP +858-509-4010 7-742 P. 011/011 F-586 



4, paragraph 2). Absent any identifiable factual support that the references teach a structural 
array having attachments points to which each of a plurality of discrete sample nodes is 
removably attached, the Examiner erred in dismissing objective evidence to the contrary in the 
form of the Hogan declaration. Therefore, Applicant respectfully submits that the Examiner's 
rejections of the claims are improper. 



CONCLUSION 

Applicants submit that the cited publications fail to teach or to suggest at least the 
foregoing structural elements as recited in every pending independent claim (claims 1, 20 and 
58). Accordingly, the cited publications are insufficient to anticipate any of the pending 
independent claims and the rejections of claims 1-40 and 58-69 under 35 U.S.C. § 102(e) are 
therefore improper. At least for the reasons set forth above with specific reference to 
independent claims 1. 20, and 58, their respective dependencies are also allowable. Further, 
claims 2-19, 21-40, and 59-69 recite additional features and combinations of elements, and 
Applicants submit that these claims are additionally allowable for their respective recitations as 
well. 

It is respectfully submitted that it is clear that the Examiner erred in rejecting the claims 
because the references do not teach every aspect of the claimed invention either explicitly or 
impliedly. Therefore, the rejections are improper and should be withdrawn. Further, the claims 
are believed to be in form for allowance, and an indication to that effect is hereby solicited. 



Date: March 8, 2006 ^j/^K — 

PILLSBURY WINTHROP SHAW PITTMAN LLP ANTHONY G. SMYTH 
1 1682 El Camino Real Registration No. 55,636 

San Diego, CA 92130-2092 
Telephone: (858)509-4007 

Facsimile: (858) 509-4010 Customer Number: 27498 
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